A Petition Under 37 C.F.R. §1.181 for withdrawal of finality of the Office Action has 
been filed; as of today's date, the office of the undersigned has not received the decision 
on this Petition from the Patent and Trademark Office. In the interest of expediting 
prosecution, the present Response is being prepared and filed. Should the Petition be 
granted, Applicants reserve the right to prepare and file a further Response to the nonfinal 
Office Action. 

Claims 1-20 and 27 have been rejected under 35 U.S.C. §112, first paragraph, in 
paragraphs 1 and 2 on page 2 of the Final Office Action. More particularly, it is 
assertedthere is insJfficient support for the limitations "gloss of 60% or below" and "opacity 
of 83% or above" as recited in the claims. Attention is respectfully called to the empirical 
results documented in Tables 1 and 2 on pages 37 and 39 of the present application. It is 
clearly seen the paper of the inventive examples all possess gloss of 60% or below and 
opacity of 83% or above. More particularly, these inventive examples show optical 
properties of gloss from 15% up to 60% and opaqueness of 83% to 96%. 

Thus, there is clearly adequate support for the claimed levels or ranges as set forth 
herein. The Examiner has not shown why the claimed invention would fail to include those 
ranges finding support in these tables; i.e., the burdening of challenging the invention 
disclosure under 35 U.S.C. §112, first paragraph, has not been met. 

Claims 1-20 and 27 have been rejected under 35 U.S.C. §103 as obvious over 
Takashi et al U.S. Pat. No. 4,318,950 in view of "Ueda" European Patent no. 0,613,919 
and "Ohba et al "U.S. Pal No. 5,233,924 in paragraph 1 on pages 3-6 of the Office Action. 
Attention is respectfully called to the Third Supplemental Declaration executed by joint 



inventor and applicant Masaaki Yamanaka enclosed herewith (herein after referred to as 
the Third Supplemental Declaration). Testing was carried out with eight different kinds of 
synthetic paper documented in Experiments 1-8 in this Third Supplemental Declaration, 
namely: 

(1) A three-layered film in Experiment 1 of the prior Second Supplemental 
Declaration corresponding to Example 12 of Takashi et al and with surface oxidation 
treatment; 

(2) . The same three-layered film as in Experiment (1) supra , but with the surface 
oxidation treatment eliminated; 

(3) A two-layered film prepared according to Experiment (1) supra , including surface 
oxidation treatment; 

(4) A single-layer film prepared according to Experiment (1) supra , with surface 
oxidation treatment; 

(5) A three-layered film prepared according to Example 1 in the present application 
and with surface oxidation treatment; 

(6) A two-layered film prepared according to Example 1 in the present application 
(5) supra and with surface oxidation treatment; 

(7) A single-layer film prepared according to Example 1 in the present application 
(5) supra and with surface oxidation treatment; and 

(8) A three-layered film prepared according to Experiment (1) supra and in which 
the amount of high molecular weight antistatic agent (PEEA) was increased 40 % by 
weight (66.7 parts by weight) based upon 60% by weight of the resin components (PP 80 
parts by weight and polyamide 20 parts by weight) in the paper-like layer of Experiment (3) 
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in the Second Supplemental Declaration (PEEA 20 parts by weight). 

The surface resistivities of each of the thus-prepared synthetic papers (1)-(8) before 
and after washing with water, ink adhesion and suitability for paper feeding/discharge as 
offset printability were then evaluated. The results are presented in Tables 1 and 2 of the 
enclosed Third Supplemental Declaration. Surface resistivity of the synthetic papers (1 )-(4) 
was high and suitability for paper feeding/discharge as offset printability deteriorated. In 
contrast, surface resistivity of the inventive synthetic papers (5)-(7) is clearly superior, in 
addition to suitability for paper feeding/discharge as the offset printability. In other words, 
synthetic paper excellent in suitability for paper feeding/discharge as the offset printability 
is produced with a film satisfying the definition of Claim 1 as the surface layer. 

Concerning the comments raised on pages 3-6 of the Office Action, it is asserted 
"Ueda teaches b2 is necessarily present and components C and D are desirably present" 
at page 5, lines 8 and 9 and "Ueda teaches that b2 is necessarily present (see claim 1 ) 
and claimed components C, and D are desirably present" at page 5, lines 19 and 20. 
Based upon these statements, it appears the Examiner considers that b2 ( an alkylene 
oxide adduct of bisphenol A having a number average molecular weight of from 300 to 5, 
000 as defined in Claim 1 of the present application), is not contained in the high molecular 
weight antistatic agent (PEEA) as used in the Second Supplemental Declaration. 

It is respectfully pointed out such conclusion is in error. b2 is contained in the high 
molecularweightantistatic agent (PEEA) as used in the second Supplemental Declaration. 
The PEEA as used in the Second Supplemental Declaration is the same as in Example 1 
of the present application and contains the component b2 as is clear from the description 
"an ethylene oxide adduct of bisphenol A having a number average molecular weight of 



1,000" on page 26, lines 7 to 9 in Production Exannple 1 in the present application. 
Furthermore, polyamide of resin component as used in the Second Supplemental 
Declaration is component C of the present invention. 

Concerning the assertion that Ueda teaches higher amounts of PEEA antistatic 
agent, attention is called to Experiment (8) of the enclosed Third Supplemental Declaration 
where the amount of PEEA is increased to the upper limit of 40% by weight in claim 5 of 
Ueda. The surface resistivity of this paper is documented high while the suitability for 
paper feeding/discharge as offset printability deteriorated, compared with the papers of the 
claimed invention. 

Ohba et al. add nothing to Takashi et al. and/or Ueda which would render obvious 
the invention as recited in any pending claim. 

Accordingly, in view of the forgoing remarks and accompanying Third Supplemental 
Declaration, it is respectfully submitted that the present application is in condition for 
allowance. Please contact the undersigned attorney should there be any questions. A 
petition for an automatic one month extension of time for response is enclosed together 
with the requisite petition fee. 

Early favorable action is earnestly solicited. 



Respectfully submitted, 




Registration No. 28,375 
Attorney for Applicant(s) 



DILWORTH & BARRESE LLP. 



333 Earle Ovington Blvd. 
Uniondale, NY 11553 
(516) 228-8484 
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I N THE UHmgP STATES PATENT AND TRftPEMARK omCE 




Applicartt(s): Yamanaka et al. 



Examiner Kruer.K. 



Serial No.: 08/855.905 



c^p: ArtUntt1773 



May 14, 1897 



Docket: 443>17 



For SYNTHETIC PAPER 

MADE OF STRETCHED 
POLYPROPYLENE FILM 



Assistant Commisskmer for Patems 
Washington, D.C. 20231 



THIRD SUPPLEMENTAL DECLARATION UND| ER 37 C.F.R, ^.132 
L MasaaU Yamuiaka, do hareby dadaiK 

1. I am the Dectarart who executed the prevfcwsDedamtfoiBOT 
Octot>er 6. 18d9, March 22, 2001 and July 12, 2002 bi the above-identified appScatlon; 

2. The following additional experimentation (8 Experiments) was 
carried out under my supervision and oontroh 

A. Experinront 1 

The same procei&re as in Experiment 1 of the Second Suppfwnentd 
dedMtion under 37 C.F.R.§ 1,132 was performed. Exampte 12orthebivenfonor 
Takeshi el al. (U.S. Pat Ho. 4,318^) was reproduced. The same coi^>o$ftion& ds in 
TaWe 1(b) and Table 1 1(b) and the same molding condfttons as in Tabte 1 1 1 of Takeshi 
etal. were used but the conditions Which are not described in Takashiet all anil as 
exlmsten temperature, codino temperotuio, etc, were replaced by thora as described 
in the present invention. 
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A restn composition (A) containing 80 parts by we^ of potypropylene 
rNovatdc PP. MA-a" (trade name) manufactured by Japan Potyctiem Corp., a meOfng 
point of 164'*cy, 20 parts by we*^ of pofyamide (exbualon ^ade Nykm 6, **UBE Nylon 
1022FDX23" Ctrade name), manu^ctured ty Ube tndustrles. Ud.)« Q£ part by weight of 
dialomaoeous earth and 0.1 part by of dfsperslng agent (NYMEEN 8-210, 
maraifoeiumd NOP Corp.) was melt-kneaded with en eidiudar aet at 270'*C, 
sut>sequantly extnided into a sheet and then <xk>led to a tempenatuia of about SCC 

Afler being heated to about 140**C. Ihia sheet waa stretched In the 
machine dbBctfon 5 tinges tisfng a pertphera! vekKxty of rate 
diiacttonany elretched film. 

A reein oomposnion (B) containing 80 parts by weight of polyi^^ 
fltovatec PP. MAr3" (trade name) manufactured by Japan Pt^chem Coipi, a maltatg 
point of 165<'CX 20 parte by weight of polyamlde ("ilBE Nylon 1022FDX2r (trade 
nameX manuliacluied by Ube Industries. Ltd.). 80 parts by weight of day (particle size 
of 1pm. manufactured by Engethaid Minerals & Chemicals Co*X 0.6 part by weight of 
dispersing agent (NYMEEN S-210, manu^Kitufed by NOP Corp.) and 0.7 paril by weight 
of low molecular weIgM antistatic agem ("PHOSPHANOL Rl.>^10^ ^ra^ 
been changed from SM-I^ manufactured by Toho (%emlca) Industry Co.. Ud.) 
(Because the tow motecufar weight arrtfstatic agent *%SISTAT PE132- (bade name) 
used in Exampte 12 of VJS. Patent 4^318.950 is not avalable because of laCre m en t. the 
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lOMT molecular weight antlstartfc agent used in Example 1 of U.S> Patent 4318,950 was 
used.) was melt kneaded wtth two extrudefs set at 250*C separately, extruded from the 
die into a ffim on both surface of ttte machiri^ 

laminQted (B/AJB) to fbrfn a lamtnate (paper-fike tayenTbase layer/jpaperfike layerju 

this three^ayer fDm (B/A/B) was brtioduced Into a tantar ovea heated to 
^eS^O^ stretched In the tianavense direction 7 times wWi a tenter strelchfrQ machine at 
a teiDperetuie of 1 60*^0 and then heat«et at a teinperahJie of 140'*C. SutssequenOy, 
the stretelied fitm was treated wSh 70 W/hri* ntfn. corona di^^ 
papeNikelayer(fayerBKoooted1oatBmperatumof55"C.andtrfa^^ Thettticknese 
of me three layer stretched fflm was 140prn and the thickneeses of the Imttyklual layefs 
((B)(A)(B))oft»^ three layer stietched tarn were 50Mmf40Minf90)im. The thus ohtalned 
synttietki film is a composite f9nn containing htaxlalty stretched base layer and two 
uniaxiaDy stretched paper-like layem (surface tayeffs)^ 

B. ExperimentZ 

The sante procedure as In Experimem 1 was p^tbmied except that the 
corona dtscharge was omitted. 

C. Experirhent 3 

Tlteeameprooedufeasin Experfanent l was p eil bm ied except that the 

papar^lke layer was not fanned as the back surface layer (onV two by^ 
present)^ 
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D. Experiment 4 

The sanr>e proceduro as In Expertmont 1 was pwlofmod except fhsi the 
base layer and the paper-like layer as the back surfeoe layer were not fonned (only one 
layer. B, prasemt). 

£. Experiments 

The B£une pfooedure os tn Exompte 1 of fho pfOsontappRoolton was 

perfDmied. 

F. Experiment 6 

The sanne procedure as m Experimem 1 was peilimned e^ 
paper-Hka layer was not fbmted as the back surfeoe layer (only two layers. A/B» 
present). 

G. Experiment? 

The same procedure as in ExperUneia 5 was peiftonned except that the 
base layer and the paper4lkete[yer as the tiack surface layer were not Ibrnied, and that 
the thtekness of the paper^e layer as the front surface layer was diartged to 9Q|jrn 
(the reason why tiiethtekness was changed is that b was (fifficult to oMa^ layerfiim 
having a thickness of 20Mrn and having the composltkm of the paper-^ke layer as 
deserted in Experiment 5). 
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H. Experiment 8 

The 8arr» pnx^dure as tn Expertnndnt 1 wa» paribrmed 09^^ 
base layer and the paper-like layer each had the composttion des^^ 
t>dow corTn)0$nion$ of Experfmenis 1-a are present 

3. Evaluation of Experiments 1*6 

Acoording to the evaluation methods of synthetic papers of the preeent 
mventlon, (1) surfeoe reslstfv'rtfes of the synthetio papers befbra and after washing with 
Vktater and (2) ink adhesion and &uitat»ifity for paper feedingftfediaigB as the offtot 
printability, were evaluated. The thus ohtafried results are shown in Tatile 2 betow. 

(1) Surfiace Reetsttvt^ 

The ^irlaoe resisth% of the synthetic paper (oontalntng 0 J part by wet^ 
of tew fnolecular wetght antistatic agent) of each of E3a>erfments 1 to 4 was 2x10^ 
before vtwshlng virith water (aX whkrh was somewhat improved, btit was ^x%O^H> after 
waahing with water, which deteiioraied. 

Reel&tivlty of the synthetto paper of each of Experiinents 5 to 7 did not 
change as compared with that of Example 1 of the present appRcatkin. 

The surface resiativibr of the synthetic paper <eonialnino 40 % bvwefcdit 
ffiRXjrarte bV weight based on the re sin oomponente> of potyethflmghwnmi^ 

Experimem 8 was 6x10'"^ before washing with water (a), which was somewhat 
Impioved. and was 6x1 0*% after washing with water, which was unchanged. Because 
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a larg9.amount of polyeiherastBmilde was added, pofy^erestaramide was 
insufficiently dispersed* so surface resistivities otf 10**^ to 10" O as described in the 
Examples of the ixesent 8pplica6on could qs& be ol9bined. 
(2)Of^Pn'ntabHity 

Reforitng to the symbols on page 5 of the seoortd Suppleniefital 
DedaraUon, the ink «cll)eslon on the synthetic paper of each of Experiments 1, 3» and 4 

was A. and ttve suitat>ility fbr paper fsedir^dtschaige was X because ci high surfiace 

realstivHy> 

The Inic adhesion on the synthetic paper of E)q)ertinent 2 was X and the 
suttabBfty for paper feeding/dischaTge was X because of high surfiace lesistM^. 

The mk adhesion and suitability fbr paper feedingASscfiatge of synth^ 
paper of each of Bcpeiiments 5 to 7 were similar to those of Bcample 1 of the piesent 
" applicaUon. 

The ink adhesion on the syntheticpeper of Eypertment 8 wtas A, and the 
suitabifity for paper feedirtg discharge was a. 
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PP*^: Polyppopytene, "IMovatec PP. MAr8^ (trBtfe namo* melling pcrintof 
164^C). Manufactured by Japan Polychem Corp. 

PP*^ Polypropylene. "Novatec PP, MAn3" (trade name, ineltbig point of 
165^*0). Manufactured by Japan Polyohem CorpL 

Po}yamtde-^ Nylon 6. "UBE Nylon 1022FDX23" (trade name), 
Manufactured by UBE industries. Ud. 

PHOSPHANOL SM-1 : "PHOSPHANOL Rt'21(r (trade name has been 
changed), mamilSactures by Toho chemical Industry Co., Utd. . 

NYMEEN S-210: manufactured by NOP Corp. 

P£EA: polyeiberesteraniilde of Production Exan^ 1 Of the present 

application. 
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4. I hereby dectere that atl statetn't Bnts made herein of fwy own 
knowfet^e are true and that all Matemente made on Information and belief are beCeved 
tD be true: and liirther that these statements were made with the knowledge that wtRfiii 
false statements artd tt>6 iDca so made are punlshabta by fine or imprisonfrtent or both 
under Section 1001 of Tfde 18 or the United States Code and thai ^ch wUIUI fa^ 
statements may Jeopardize the vaHdity of the appficaUon or any patent ienied thereon. 



Date </ MasaatdYa 
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